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Commissioner of Patents 
PO Box 1450 

Alexandria, Virginia 22313 
Dear Sir or Madam: 

The applicant herewith petitions the Commissioner of Paten ts to allow entry of after- 
final amendments pursuant to Rules 1.116 and 1.127, As explained below, the proposed 
amendments should be entered because they place the daims in "better form few- 
consideration on appeal," by removing tiie examiner's 35 U.S.C § 112 rejection. 

Background 

The present invention covers a read/ write device integrated with a mouse pad. It was 
invented in 1997, and claims priority from a Danish application filed in May, 1998. See 
Filing Receipt; Rule 1-131 Decl. of Bjarke de Jager Gotfredsen. The applicant has obtained 
corresponding patents in Australia (14834/99) and Europe (EF 1 076 879 Bl). 

The examiner in this case has issued a number of art-based rqections based on various 
patents. On November 5, 2003, the examiner issued a rejection based on the Patret 
patent document (PCT WO 95/24008). In so doixtg, the examiner found that Pab^f s 
"housing" was the same as a "mouse pad," because the examiner defined "mouse pad" 
to indude "any flat surface on which a mouse may operate." 11/5/03 Office Action at 
4. 
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In response, the applicant's coxmsel had discussions with the examiner about defining 
''mouse pad" in the claims, so as to exclude Patref s housing from die scope of the 
claimis. Diaing these discussions, the applicant proposed including a conventional 
definition of "mouse pad'' into the claims. The examiner indicated that the claims 
would be allowable if so amended. See 12/16/03 Office Action Response at 4 
(recounting conversation). 

Therefore, the applicant amended the claims to include the following definition of 
"mouse pad": ''a relatively small pad with a substantiaUy planar running surf ace " See 
12/ 1 6/03 Office Action Response at 5 - 11. The applicant made the amendments 
conditional on allowance, since the examiner had previously changed her mind about 
allowing the patent, and the applicant did not want to unnecessarily amend the claims. 
See 12/16/03 Office Action Response at 5 ("[t]hcse amendments should only be entered 
if they are both necessary and sufficient for allowance of the claims"). 

In response, the examiner entered tb.e amendments, and issued a final rejection. See 
4/6/04. Office Action. The examiner also found that the amendments created a new 
problem, namely a § 112 defect, since "relatively small" is indefinite. See 4/6/04 Office 
Action at Z 

The applicant then filed an after-final amendment on. May 28, 2004* See 5/ 28/04 After 
Final Amendments to Place Claims in Better Form for Consideration on Appeal. The 
purpose of these amendments was to rescind the December 16, 2003 amendments, since 
the examiner had found that those amendments created a § 112 defect. The applicants 
believe that the May 28, 2004 amendments put the application in better form for 
consideration on appeal^ since they remove the § 112 objection. A copy of these 
proposed amendments is attached as Exhibit A hereto. 

After filing the "unamendments" on May 28, 2004f the applicant filed a notice of appeal 
on Jun.e 28, 2004. See 6/28/2004 Notice of Appeal. The appeal is currently pending, 

2 
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and the applicant hopes that present petition can be decided before preparation of the 
opening brief. 

Next on July 9, 2004, the examiner issued an advisory action refusing entry of the after- 
final amendments. The present petition challenges this decision. 

The Proposed Amendments Do Place the Application in Better Form For Consideration 
on Appeal and Should Have Been Entered 

Rule 1.116(b) allows eri.try of after-final amendments when they present ''rejected claims 
in better form for consideration on appeal/' In this case^. there can be no doubt that the 
proposed amendments place the rejected claims (claims 1 - 32) in better form for 
consideration on appeal, since they remove a groimd for rejection, namely the § 112 
rejection that was prompted by the December 16, 2003 amendments. With the proposed 
amendments entered, the applicant and the PTO can concentrate on the art-based 
rejections during the appellate process. 

The proposed amendments place the claims in their previous form, before the inclusion 
of the phrase "relatively sm^ll," which the examiner found objectionable. They do not 
introduce new matter, but with one exception^ they simply return the claims to the 
form they were in before the amendments of December 16, 2003. 

The examiner has not provided a cogent reason for the failure to enter the amendments. 
The examiner cannot deny that the amendments would .remove the § 112 rejection, nor 
can the examiner claim that the amendments introduce new matter, Indeed, the only 
explanation offered by the examiner for her failure to allow the May 28, 2004 
amendments is the claim that the December 16, 2003 amendments were properly 
entered, despite the applicant's request that they only be entered if they were necessary 

The applicant does not seek to rescind the previous amendment changing "connected"' 
to "coupled" in many of the claims. 

3 



PAGE 5f13' RCVD AT 7/1612004 1:21:38 PM [Eastern Daylight Time] ' SVR:USPTO£F)(RF-1/0 ' DNIS:87293D8 ' CSID:5307S03793 ' DURATION (mm-ss):13-04 



07/16/2084 09:14 



5307503793 



DANIE3_ MAOJIRE 



PAGE 06 



Petition for Entry of Amendment Pursuant to Rule 1.127 
Sen No. 09/674,714 
July 16, 2004 
Page 4 

to put the claims in condition for allowance. 

But whether or not the December 16, 2003 ''conditional'' amendments were properly 
entered, there can be no doubt that the May 28, 2004 amendments should have been 
entered, since they put the application in better form for appeal by removing the § 112 
rejection. Therefore, it was abuse of discretion for the examiner to refuse entry of the 
May 28, 2004 amendments, and they should now be entered* 



Date: July 16, 2004 
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